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Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

AMENDMENT 

In response to the Office Action of April 8 t 2004, please amend the above- 
identified application as follows: 

Amendments to the Claims are reflected in the listing of claims which begins on 
page 2 of this paper. 



Remarks/Arguments begin on page 4 of this paper. 



Serial No. 08/963,096 
TC/A.U. 1638 

Amendments to the Claims : 

This listing of claims will replace all prior versions, and listings, of claims in the 
application: 

Listing of Claims : 

1-89. (Cancelled) 

90. (Currently Amended) A stably transformed PHN46 or PHJ90 inbred maize 
plant wherein said PHN46 or PHJ90 inbred maize plant has been 
transformed by contacting an immature embryo with Agrobacterium 
comprising a nucleic acid of interes t, and wh e r e in th e i nbr e d maiz e p l ant is an 
inbr e d l i n e oth e r than A188 . 

91 . (Previously Presented) A transgenic seed produced by the plant of claim 90. 

92. (Currently Amended) A transformed PHN46 or PHJ90 maize cell produced by 
a method comprising the steps of: a) contacting at least one immature 
embryo from a PHN46 or PHJ90 maize plant with Agrobacterium capable of 
transferring at least one gene to the embryo; b) co-cultivating the embryo with 
Agrobacterium; c) culturing the embryo in a medium comprising N6 salts, an 
antibiotic at concentrations capable of inhibiting the growth of Agrobacterium, 
and a selective agent to select for embryos expressing the gene. 

93-94. (Cancelled) 
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95. (Currently Amended) A transformed PHN46 or PHJ90 maize cell produced by 
a method comprising the steps of: a) contacting at least one immature 
embryo from a PHN46 or PHJ90 maize plant with Agrobacterium capable of 
transferring at least one gene to the embryo; b) co-cultivating the embryo with 
Agrobacterium; c) culturing the embryo in a medium comprising salts other 
than MS salts, an antibiotic at concentrations capable of inhibiting the growth 
of Agrobacterium, and a selective agent to select for embryos expressing the 
gene. 

96-97. (Cancelled) 
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REMARKS/ARGUMENTS 

The Examiner rejects claims 94 and 97 under 35 U.S.C. 112 as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention and for the inclusion of new matter. 

Applicants respectfully disagree with the Examiner's new matter rejection but 
have cancelled Claims 94 and 97 in order to expedite prosecution. 

The Examiner rejects claims 90-93 and 95-96 under 35 U.S.C, 112, first 
paragraph, "because the specification, while being enabling for claims limited to 
Agrobacterium-mediated transformed maize inbreds PHJ90, PHN46, and 
PHP28(38) prepared by the disclosed method, does not reasonably provide 
enablement for claims broadly drawn to any Agrobacterium-mediated transformed 
maize inbred which is not A188. " The Examiner invited the Applicant to submit a 
declaration to support the assertion that the three inbreds belong to different 
heterotic groups, and to explain why an assignment to different heterotic groups is 
an indication of genetic diversity. 

Applicants traverse but have amended Claims 90, 92 and 95; and cancelled 
Claims 93 and 96 in order to expedite prosecution. 

The Examiner rejects claims 90-93 and 95-96 under 35 U.S.C. 102(b) as 
being anticipated by Goldman et ai (U. S. Patent 5, 1 77, 010). The Examiner rejects 
claims 90-93 and 95-96 under 35 U.S.C. 102(e) as being anticipated by Goldman et 
al. (U. S. Patent 6, 020, 539). The Examiner maintains that the particular explant 
used for inoculation with Agrobacterium, in order to make the claimed 
Agrobacterium-transformed maize plants (which would inherently contain at least 
one 25 base-pair T-DNA border sequence), would not confer a patentable 
distinction to the resultant Agrobacterium-transformed maize plant. 

Applicants traverse but have amended Claims 90, 92 and 93 and cancelled 
Claims 93 and 96 in order to expedite prosecution. 

The Examiner rejects claims 92 and 95 under 35 U.S.C. 102(a) as anticipated 
by Ishida et al. (Nature Biotech. 14:745-750, 1996). 
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Applicants traverse the rejection but have amended the claims in order to 
expedite prosecution. 

The Examiner rejects claims 92 and 95 under 35 U.S.C. 102(b) as being 
anticipated by Gould et ai 

Applicants traverse the rejection but have amended the claims in order to 
expedite prosecution. 

The Examiner rejects claims 90, 92-93 and 95-96 under 35 U.S.C. 102(b) as 
being anticipated by and under 35 U.S.C. 103(a) as being unpatentable over each 
ofSchlappi et ai, Grimsley et ai (1988), and Ritchie et ai 

Applicants traverse the Examiner's rejection but have amended Claims 90, 
92 and 95; and cancelled Claims 93 and 96 in order to expedite prosecution. 



Applicants have amended claims 90, 92 and 95. Applicants have cancelled 
claims 93, 94, 96 and 97. Claims 90-92, and 95 now remain. In light of the 
foregoing amendments allowance of all remaining claims is respectfully requested. 



PIONEER HI-BRED INTERNATIONAL, INC. 

Corporate Intellectual Property 

7100 N.W. 62 nd Avenue 

P.O. Box 1000 

Johnston, Iowa 50131-1000 

Phone: (515)248-4878 

Facsimile: (515)334-6883 



CONCLUSION 




Respectfully submitted, 



Kim M. Hagemann 
Agent for Applicants 
Registration No. 52,982 
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Art Unit: 1638 

An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 
IN THE SPECIFICATION : 

On page 7, line 7, "Fig. 1 provides" was replaced with — Figs. 1A-1C provide — . 

On the following pages of the specification, "PHP38" was replaced with — 
PHP28— : 

on page 25, line 23; page 42, lines 13 and 22; page 43, Table 9, line 13; and 
page 44, Table 10, line 13. 

Authorization for this examiner's amendment was given in a telephone interview 
with Kim M. Hagemann on 09 August 2004. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David T. Fox whose telephone number is (571) 272- 
0795. The examiner can normally be reached on Monday through Friday from 10:30AM 
to 7:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amy Nelson, can be reached on (571) 272-0804. The fax phone number for 
this Group is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (571) 272- 
1600. 

August 10, 2004 

DAVID T. FOX 
PRIMARY EXAMINER 
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